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SIR: 



The last Office Action appears to have been made 
final" prematurely (MPEP 706.07(a). It is requested that 



it be made "non-f inal . " 



The only amendment that was made in the response dated 
June 26, 2008 was to label Fig. 1 "Prior Art." No changes 
were made to the claims. Although an IDS was filed, it did 
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not cite the new reference. The new reference was found by 
the Examiner. 

With respect to the art rejections, only arguments and 

evidence were provided. 

The new Office Action found that the arguments were 
persuasive. Therefore the final rejection was withdrawn. 
However, the Examiner found new art and is citing it in a 
new "final" rejection which replaces the earlier final 
rejection. It is submitted that, under these facts, the 
new rejection cannot properly be made final. During a 
discussion with the Examiner, he explained that the new 
final rejection replaced the earlier one and was therefore 

properly made "final." 

There is annexed hereto a copy of MPEP Section 
706.07(a). The second paragraph of Section 706.07(a) 
states that, under the present practice: 

"second or any subsequent actions on 
the merits shall be final, except where 
the examiner introduces a new ground of 
rejection that is neither necessitated 
by applicant's amendment of claims, nor 
based on information disclosure 
statement filed during the period set 
forth in 37 CFR 1.97(c) with the fee 
set forth in 37 CFR 1.17(p)." 
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The issue of whether it is proper to substitute a new 
Final Rejection for one overcome by arguments is not 
directly addressed. Direct support for the Examiner's 
position could not be found. 

Under the facts here, the making of the last rejection 
final is clearly premature under MPEP 706.07(a) cited above 
and assuming it applies to this fact pattern. It is 
therefore requested that the finality of the last Office 



Action be reversed. 

Frishauf, Holtz, Goodman 
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706.07(a) 



MANUAL OF PATENT EXAMINING PROCEDURE 



H 7.39.01 Final Rejection. Options for Applicant, ProSe 

This action is a final rejection and is intended to close the 
prosecution of this application. Applicant's reply under 37 CFR 
1.1 1 3 to this action is limited ehher to an appeal to the Board of 
Patent Appeals and Interferences or to an amendment complying 
with the requirements set forth below. 

If applicant should desire to appeal any rejection made by the 
examiner, a Notice of Appeal must be filed within the period for 
reply identifying the rejected claim or claims appealed. The 
Notice of Appeal must be accompanied by the required appeal fee 
of$|l|. 

If applicant should desire to file an amendment, entry of a pro- 
posed amendment after final rejection cannot be made as a matter 
of right unless it merely cancels claims or complies with a formal 
requirement made earlier. Amendments touching the merits of the 
application which otherwise might not be proper may be admitted 
upon a showing a good and sufficient reasons why they are neces- 
sary and why they were not presented earlier. 

A reply under 37 CFR 1.113 to a final rejection must include 
the appeal from, or cancellation of, each rejected claim. The filing 
of an amendment after final rejection, whether or not it is entered, 
does not stop the running of the statutory period for reply to the 
final rejection unless the examiner holds the claims to be in condi- 
tion for allowance- Accordingly, if a Notice of Appeal has not 
been filed property within the period for reply, or any extension of 
this period obtained under either 37 CFR 1.136(a) or (b), the 
application will become abandoned. 

Examiner Note: 

The form paragraph must be preceded by any one of form para- 
graphs 7.39, 7.40, 7.40.01 ,7.41, 7.42.03, or 7.42.09. y 

The Office Action Summary Form FTOL-326 
should be used in all Office actions up to and includ- 
ing final rejections. 

For amendments filed after final rejection, see 
MPEP § 714.12 and § 714.13. 

For final rejection practice in reexamination pro- 
ceedings see MPEP § 2271 . 

706.07(a) Final Rejection, When Proper 

on Second Action [R-6] 

Due to the change in practice as affecting final 
rejections, older decisions on questions of premature- 
ness of final rejection or admission of subsequent 
amendments do not necessarily reflect present prac- 
tice. 

Under present practice, second or any subsequent 
actions on the merits shall be final, except where the 
examiner introduces a new ground of rejection that Is 
neither necessitated by applicant's amendment of the 
claims, nor based on information submitted in an 
information disclosure statement filed during the 



period set forth in 37 CFR 1 .97(c) with the fee set 
forth in 37 CFR I.17(p). Where information is sub- 
mitted in an information disclosure statement during 
the period set forth in 37 CFR 1 .97(c) with a fee, the 
examiner may use the information submitted, e.g., a 
printed publication or evidence of public use, and 
make the next Office action final whether or not the 
claims have been amended, provided that no other 
new ground of rejection which was not necessitated 
by amendment to the claims is introduced by the 
examiner. See MPEP § 609.04(b). Furthermore, a sec- 
ond or any subsequent action on the merits in any 
application or patent undergoing reexamination pro- 
ceedings will not be made final if it includes a rejec- 
tion, on newly cited art, other than information 
submitted in an information disclosure statement filed 
under 37 CFR 1 .97(c) with the fee set forth in 37 CFR 
1.1 7(p), of any claim not amended by applicant or 
patent owner in spite of the fact that other claims may 
have been amended to require newly cited art. Where 
information is submitted in a reply to a requirement 
under 37 CFR 1.105, the examiner may NOT make 
the next Office action relying on that art final unless 
all instances of the application of such art are necessi- 
tated by amendment 

A second or any subsequent action on the merits in 
any application or patent involved in reexamination 
proceedings should not be made final if it includes a 
rejection, on prior art not of record, of any claim 
amended to include limitations which should reason- 
ably have been expected to be claimed. See MPEP 
§ 904 et seq. **>However, note that an examiner can- 
not be expected to foresee whether or how an appli- 
cant will amend a claim to overcome a rejection 
except in very limited circumstances (e.g., where the 
examiner suggests how applicant can overcome a 
rejection under 35 U.S.C. 112, second paragraph)<. 

A second or any subsequent action on the merits in 
any application or patent involved in reexamination 
proceedings may not be made final if it contains a 
new ground of rejection necessitated by the amend- 
ments to 35 U.S.C. 102(e) by the Intellectual Property 
and High Technology Technical Amendments Act of 
2002 (Pub. L. 107-273, 116 StaL 1758 (2002)), unless 
the new ground of rejection was necessitated by an 
amendment to the claims or as a result of information 
submitted in an information disclosure statement 
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706.07(a) 



under 37 CFR 1 .97(c) with the fee set forth in 37 CFR 
1.17(p), 

When applying any 35 U.S.C 102(e)/103 refer- 
ences against the claims of an application the exam- 
iner should anticipate that a statement averring 
common ownership at the time the invention was 
made may disqualify any patent or application applied 
m a rejection under 35 U.S.C. 103 based on 35 U.S.C. 
1 02{e). If such a statement is filed in reply to the 
35 U.S.C. I02(e)/103 rejection and the claims are not 
amended, the examiner may not make the next Office 
action final if a new rejection is made. See MPEP § 
706.02(l)(3). If a reference is disqualified under the 
joint research agreement provision of 35 U.S.C. 
103(c) and a new subsequent double patenting rejec- 
tion based upon the disqualified reference is applied, 
the next Office action, which contains the new double 
patenting rejection, may be made final even if appli- 
cant did not amend the claims (provided that the 
examiner introduces no other new ground of rejection 
that was not necessitated by either amendment or an 
information disclosure statement filed during the time 
period set forth in 37 CFR 1 .97(c) with the fee set 
forth in 37 CFR U7(p)). The Office action is prop- 
erly made final because the new double patenting 
rejection was necessitated by amendment of the appli- 
cation by applicant. 

See MPEP § 809.02(a) for actions which indicate 
generic claims as not allowable. 

In the consideration of claims in an amended case 
where no attempt is made to point out the patentable 
novelty, the examiner should be on guard not to allow 
such claims. See MPEP § 714.04. The claims may be 
finally rejected if, in the opinion of the examiner, they 
are clearly open to rejection on grounds of record. 

Form paragraph 7.40 should be used where an 
action is made final including new grounds of rejec- 
tion necessitated by applicant's amendment. 

7. 40 Action Is Final, Necessitated by Amendment 
Applicant's amendment necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 
1.136(a). 

A shortened statutory period for reply to this final action is set 

to expire THREE MONTHS ftora the mailing date of this action. 

m the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not 
maiied until after the end of the THREE-MONTH shortened stat- 
utory period, then the shortened statutory period will expire on the 



dale the advisory action is mailed, and any extension fee pursuant 
to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period 
for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Examiner Note: 

1 . This form paragraph should not be used in reissue litigation 
cases (SSP- 1 month) or in reexamination proceedings (SSP- I or 
2 months). 

2. 37 CFR 1.136(a) should not be available in a reissue litiga- 
tion case and is not available in reexamination proceedings. 

If 7.40. 01 Action Is Final, Necessitated by IDS With Fee 

Applicant's submission of an information disclosure statement 
under 37 CFR 1 .97(c) with the fee set forth m 37 CFR 1 . 1 7(p) on 
[1| prompted the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 609.04(b). Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set 
to expire THREE MONTHS from the mailing date of this action. 
In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not 
mailed unul after the end of the THREE-MONTH shortened stat- 
utory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant 
to 37 CFR 1.1 36(a) will be calculated from the mailing date of the 
advisory action, in no event, however, will the statutory period 
for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Examiner Note: 

1. This form paragraph should not be used and a final rejection 
is improper where there is another new ground of rejection intro- 
duced by the examiner which was not necessitated by amendment 
to the claims. 

2. To bracket I, insert the filing date of the information disclo- 
sure statement containing the identification of the item of infor- 
motion used in the new ground of rejection. 

\ 7.40.02 Action Is Final, Necessitated by Invoking the 
Joint Research Agreement Prior Art Exclusion Under 35 
U.S.C. 103(c) 

Applicant's submission of the requirements for the joint 
research agreement prior art exclusion under 35 U.S.C. 103(c) on 
[1| prompted the new double patenting rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.02(1X3) Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set 
to expire THREE MONTHS from the mailing date of this action. 
In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened stat- 
utory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant 
to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
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